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Ames Laboratory

Stacy Joiner

joiner@ameslab.gov

515-294-5932

Argonne National Laboratory

Connie Cleary

ccleary@anl.gov

630-252-8111

Brookhaven National Laboratory

Walter Copan

wcopan@bnl.gov

631-344-3035

Fermi National Acclerator Laboratory

Bruce Chrisman

chrisman@fnal.gov

630-840-6657

Idaho National Laboratory

Steven McMaster

steven.mcmaster@inl.gov

208-526-1340

Kansas City Plant

Caron O’Dower

codower@kcp.com

816-997-2645

Lawrence Berkeley National Laboratory

Viviana Wolinsky

viwolinsky@lbl.gov

510-486-6463

Lawrence Livermore National Laboratory

Roger Werne

werne1@llnl.gov

925-423-9353

Los Alamos National Laboratory

John Mott

jmott@lanl.gov

505-665-0883

National Energy Technology Laboratory

Jessica Sosenko

jessica.sosenko@netl.doe.gov

412-386-7417

National Renewable Energy Laboratory

Eric Payne

eric.payne@nrel.gov

303-275-3166

Oak Ridge National Laboratory

Jen Caldwell

Caldwelljt@ornl.gov

865-574-4180

Pacific Northwest National Laboratory

Cheryl Cejka

cheryl.cejka@pnnl.gov

509-375-3700

Pantex Plant

Steve Hallett

shallett@pantex.com

806-477-5226

Princeton Plasma Physics Laboratory

Lewis Meixler

lmeixler@pppl.gov

609-243-3009

Sandia National Laboratories

Pete Atherton

prather@sandia.gov

505-284-3768

Savannah River National Laboratory

Dale Haas

dale.haas@srnl.gov

803-725-4185

Stanford Linear Acceleraror Center

Jan Tulk

jtulk@slac.stanford.edu

650-926-5701

Thomas Jefferson National Accelerator Facility Rhonda Scales

scales@jlab.org

757-269-7384

Y-12 National Security Complex

bergta@y12.doe.gov

865-574-0907

Tom Berg

The U.S. Department of Energy (DOE) laboratories and facilities perform
world-class fundamental research and applied R&D. Scientific advancements
emanating from this research can impact and drive the global marketplace,
strengthening U.S. competitiveness and supporting economic development in our
communities. Breakthrough technologies and scientific innovation often result in
intellectual property (IP) that may support business and the transition of science
to the marketplace. This IP is captured in patents and copyrights and the DOE
laboratories and facilities eagerly work with companies to license such IP so that
these technologies become products, services, and consumer goods that benefit
the public.
License agreements are the legal instrument by which the national laboratories
and facilities grant access to their IP. As a general rule, national laboratories and
facilities license rights in a patent application or issued patent for inventions and
license copyrights for software. Most DOE laboratories and facilities have a technology transfer office with a staff of professionals committed to transferring its
technologies to the private sector. Although the technology transfer offices at
DOE laboratories have much in common, each laboratory has developed its own
approach to licensing technology and its own licensing strategy. Because of the
unique set of laws and policies governing the licensing of federally funded
research and DOE policies regarding intellectual property, licensing agreements
for technology developed at DOE laboratories have some provisions that may not
be present in a license agreement between private entities. The purpose of this
document is to describe a “typical” DOE laboratory IP license agreement in order
to provide prospective licensees with an understanding of the terms and conditions found in most DOE laboratory IP license agreements.

Prior to 1980, the U.S. Government had accumulated 28,000 patents, fewer than
5% of which were commercially licensed 1. Through a series of landmark legislative acts in the 1980s, including the Bayh-Dole Act, the Stevenson-Wydler Act, the
Federal Technology Transfer Act, and the National Competitiveness Technology
Transfer Act of 1989 (NCTTA), universities and contractors operating national laboratories were authorized to retain title to inventions created using federal funding, pursue patent protection, and license those inventions to third parties. The
enabling laws and agency-specific policies imposed some limits on this authority
to license and these limitations are reflected in the national laboratories’ license
agreements. Today the DOE laboratories annually develop more than 1800 new
inventions, receive more than 400 U.S. patents, and execute more than 300 new
license agreements. In September 2011, the DOE reported more than 3500 active
license agreements from its laboratories and facilities.

Most DOE national laboratories are Government-Owned, Contractor-Operated
(GOCO) facilities, meaning they are owned by the Department of Energy but managed by companies, universities, or university consortia under Management and
Operating (M&O) contracts. (The sole exception is the National Energy Technology Laboratory, NETL, which is a Government-Owned, Government-Operated, or
GOGO facility.) Among many other things, the M&O contracts establish the
requirements for the M&O contractor to obtain title and license DOE technologies. License agreements for national laboratory technologies are between the
M&O contractor and the licensing entity (licensee), and in most cases, when an
M&O contractor for a laboratory/facility changes, the departing contractor
assigns its ownership of the laboratory technologies to the successor contractor.

The terms of each license agreement vary commensurately with the market
value of each technology and the common licensing practices of the relevant
industrial sector. Some of the more common terms are described below:
Monetary Terms. Licenses typically have at least these four monetary terms:
• License issue fee, due upon execution of the agreement;
• Running royalty, most commonly based on a percentage of sales;
• Minimum annual royalties or milestone payments; and
• Patent cost reimbursements, which may include expenses incurred for patent filing, patent prosecution and maintenance, and governmental patent office
fees (e.g., filing fees, issue fees, maintenance fees, and annuities).
In some cases, laboratories are able to accept company equity in lieu of cash
for some of these payments.
Performance Requirements. Licenses also contain performance requirements
for the licensee. These are mutually agreed upon milestones that reflect the
licensee’s expected progress toward the development of the technology into a
product and/or service. These requirements ensure that technologies developed at
the national laboratories and facilities are commercialized and that the public ultimately enjoys the benefit provided by the product or service.
Business Plan Requirements. Some DOE laboratories/facilities require a business and commercialization plan to be provided by a licensee. This business plan
typically contains details about the general business, opportunity, market, set of
commercialization milestones, and resources required to achieve those milestones. In many cases the business and commercialization plan provided by the
licensee supports and justifies license terms such as the performance requirements of the license, the type of exclusivity, and the scope of the field of use for
the license.
Field of Use. Licenses are often limited by fields of use. This means the tech-

nology is licensed according to the licensee’s intended use or application or anticipated market. Technology transfer offices work closely with prospective licensees
to determine a field of use that supports the company’s business plan and commercialization strategy.
Exclusivity. Licenses may be exclusive or non-exclusive. In either case, the
license will normally be granted for a specific field of use. An invention may be
licensed exclusively to more than one company in clearly separate fields of use.

National laboratories and facilities seek licensees who are most able to bring a
technology to market. The criteria typically used to qualify a licensee are:
• R&D capabilities
• Financial resources
• Management commitment
• Experience in relevant markets

As noted above, because national laboratories and facilities are governmentowned, their business policies and licensing terms can differ from those found in
the private sector. Some of the requirements stem from statutes governing all federally funded research and some stem from statutes, regulations or policies
unique to the Department of Energy.

Preference for Small Business: Assuming all factors are equal, the laws
governing the disposition of inventions developed using federal funds also
includes an obligation to provide preferential consideration to U.S. small businesses so long as such companies demonstrate the capacity and commitment to commercialize the technology.
Requirement for Substantial Manufacture in the U.S. for U.S. Products:
Under the Bayh-Dole Act, products produced under exclusive licenses to IP developed with federal funding must be substantially manufactured in the United
States if they are to be used or sold in the U.S. The Act also states that the substantial manufacturing requirement is “normally” applied to non-exclusive licenses but not required. The intent of this requirement is to ensure that the taxpayers’
investment in research and development at federal laboratories and facilities benefits the United States through the generation of employment opportunities. Waivers may be granted by the funding agency if domestic manufacture of the product
is not commercially feasible or if attempts to find a U.S. manufacturer have been

unsuccessful.
Government March-In Rights: Under limited circumstances, generally relating to an urgent national need and a licensee’s inability to commercialize an invention to meet that need, the U.S. Government retains the right to grant a license to
a technology developed under federal funding even if such technology is exclusively licensed to another party. Note, however, that 35 U.S.C. § 203 provides that an
exclusive licensee will first be provided the right to sublicense the exclusively
licensed technology prior to the government exercising its march-in-rights. While
this required provision may be a source of concern to prospective licensees, in
practice the U.S. Government has rarely exercised this right.
Government Use Rights: All licenses of IP developed under federal funding
must grant the U.S. Government non-exclusive rights to use such IP by or on
behalf of the U.S. government. This means that if a licensee of an invention sells a
patent-protected product to the U.S. government or is contracted by the U.S. Government to perform a service that requires the use of the invention, the licensee is
not obligated to pay royalties on such sales or services. In addition, a company
that is contracted by the U.S. Government to supply a product or a service that
requires the use of a federally funded invention may use the invention without an
obligation to have a license. For example, the Government may issue a contract
to supply the Army with a vaccine that is covered by a DOE laboratory patent.
Such “Government Use” does not require a license from the DOE laboratory that
invented the vaccine.
Conflicts of Interest: Public Law 101-189 (National Competitiveness Technology Transfer Act of 1989) contemplated that the agencies would address conflict
of interest in their technology transfer activities. DOE included specific provisions in the Technology Transfer Clause that was included in all DOE management and operating laboratory contracts where the contractor was given the
authority to conduct technology transfer. These provisions require the contractors to have implementing procedures approved by the DOE Contracting Officer
that seek to avoid employee and organizational conflicts of interest in the conduct
of technology transfer activities. The procedures include a requirement that the
contractor must get DOE Contracting Officer approval prior to the assignment,
exclusive licensing, or option for exclusive licensing of any intellectual property to
(1) an individual who has been a laboratory employee within the previous two
years or (2) the company in which the individual is a principal.

Fairness of Opportunity: It is DOE policy to ensure widespread public
notice of opportunities to license inventions developed with DOE funding.
U.S. Competitiveness: The DOE requires its laboratories and facilities to
consider U.S. competitiveness in all license agreements. The requirement for U.S.
competitiveness can be satisfied by either substantially manufacturing products
in the United States or by having a business unit in the United States and providing a significant economic and technical benefit to the United States. The DOE

laboratory or facility must evaluate several factors to determine whether a licensee meets the U.S competitiveness requirement. If the technology transfer officer
at the DOE laboratory or facility concludes that the U.S. competitiveness requirement will not be met, such officer must obtain DOE approval to proceed with the
license agreement, particularly in the case of an exclusive license agreement.
Export Control: All DOE laboratories and facilities are required to include
an export control clause in their license agreements. This clause simply states
that the Licensee agrees to comply with export control laws designed to protect
items and information important to the United States. It restates the existing
requirements of export control laws and regulations and does not impose additional requirements.

This sample license is for illustrational and discussion purposes only and is not
the exact license agreement that you will find at any of the DOE laboratories or
facilities. The sample license is intended to provide prospective licensees with an
example of the basic provisions that may be included in a non-exclusive license.

The first paragraph of the contract simply identifies the parties to the agreement, the nature of the parties, and the effective date of the agreement.
Sometimes called the Recitals, and in some agreements beginning with the
word “Whereas,” the Background clause introduces the nature of the contractual
relationship and does not contain legally binding terms.
This is simply the formal statement that the parties agree to be legally bound
by the terms and conditions of the agreement.
In order to streamline the contract language, important terms are defined at
the beginning. Defined terms in common contract practice are typed with capitalized first letters. The Definitions section is important in that it contains a number of potentially negotiable contract parameters. Some of the most common definitions in license agreements are Accounting Period, Effective Date, Field of Use,
Licensed Products, Licensed Processes, Gross Sales, Net Sales, Patent Costs and
Royalty.
The Grant clause specifies the rights transferred to the licensee. A licensee
should consider whether the rights provided under the Grant clause support its
business model and the anticipated use of the Licensed Patents. The grant of

rights in a non-exclusive license may include sublicensing rights but the right to
grant sublicenses is frequently only granted in exclusive licenses. The grant in the
Sample License includes all rights protected by the Licensed Patents (make, have
made, etc.), but may be limited to a Field of Use. Some agreements may grant
only a subset of these rights. For example, a research-only license will grant only
the right to make and to use Licensed Products for internal research purposes.
Article 4 describes the licensee’s obligations under the license agreement. Typically, these obligations include financial obligations (execution fee, minimum royalties, running royalties and patent reimbursement) as well as diligence obligations to meet milestones defined in the license agreement (Exhibit C, “Diligence
for Licensed Patent” in the included Sample License). In the Sample License, the
financial obligations are defined in Exhibit B and the Report Schedule and Form
are included in Exhibit D. Obligations under the agreement may have due dates
that are tied to the Accounting Period or may have specific dates within a year
that can be annually, semiannually, quarterly, or specified dates.
Article 4 notes that the licensee will not owe royalties for Licensed Products
purchased by the United States Government because the U.S. Government already
has access to the technology through its Government License Rights. The licensee therefore agrees to reduce the price to the U.S. Government by the amount of
the royalty it would otherwise owe. This also applies to sales to entities contracted by the U.S. Government to provide such products or services.
Provisions for interest on late payments are typically included in DOE laboratory licenses to encourage timely payment.
The Sample License assigns responsibility to the DOE laboratory/facility contractor for preparing, filing, prosecuting and maintaining the Licensed Patents
and stipulates that the licensee(s) will reimburse the contractor for incurred patent expenses. While this is standard practice among the DOE laboratories/facilities, each laboratory may have its own practice on patent reimbursement. For
example, the DOE laboratory/facility contractor may choose to license the same
patents non-exclusively to more than one licensee. In this case, the contractor
may require that each licensee reimburse patent costs on a pro rata basis with the
other licensees.
Article 6 calls out several requirements imposed on the licensee by federal law
or DOE policy. These terms are typically not negotiable.
U.S. Competitiveness: As described above, DOE requires its laboratories and
facilities to consider the specific economic benefit of a license to the United
States. The Sample License includes the requirement to substantially manufacture in the United States; however, a DOE laboratory/facility can satisfy the DOE
requirement for U.S. competitiveness in a non-exclusive license if the licensee has
a business unit in the United States and provides a significant economic and technical benefit to the United States.

Markings: U.S. patent laws allow for recovery of patent infringement damages
for the period of time after an infringer had actual or constructive notice of the
infringed patent. Actual notice can be provided by way of a letter, after infringement has begun and been discovered. Constructive notice can be provided before
actual notice by marking a patented product with an applicable patent number,
thereby extending the period for which damages can be recovered. For this reason, most national laboratory licenses require Licensed Products to be marked
“patent pending” for not-yet-issued patents or the word “patent” or abbreviation
“pat” followed by the issued patent number. Under the America Invents Act
(signed into law on September 16, 2011) patent owners may now comply with patent marking requirements by marking their products with the address of a web
page that identifies patent numbers in association with the marked product.
Advertising/Financing: The Conditions of Grant article typically defines the
conditions under which licensed rights may be used as advertisements or as collateral.
Article 7 of the Sample License defines record keeping requirements for verification of royalty calculations and reporting requirements.
Article 8 describes the circumstances under which the license may expire or be
terminated. The agreement automatically terminates when all Licensed Patents
expire or are ruled invalid. In general, the DOE laboratory or facility may terminate the agreement for financial and material breaches. The licensee, on the
other hand, typically may terminate the agreement for any reason at any time
with a written notice. In the Sample License, the licensee is required to provide
60-day written notice prior to termination.
The Infringement Article addresses the actions that are required in the event of
third-party infringement or suspected infringement of the Licensed Patents. Some
DOE laboratories and facilities include provisions that establish the ground rules
for pursuing legal action against infringers of the Licensed Patents. For example,
the DOE laboratory or facility may reserve the first option to take action with
DOE approval, but will not be obligated to take action on behalf of the licensee.
In an exclusive license a laboratory/facility may opt to not take action, and in this
case the licensee may have the option to file suit. The article may also define
how the costs and proceeds of any legal action will be shared.
This provision reminds the licensee of obligations to comply with all applicable
export control laws and regulations and requires the licenses to indemnify the
laboratory or facility against any penalties incurred if the licensee is found to
have violated those laws and regulations.
All licenses include a disclaimer stating that the laboratory/facility and DOE do

not make any representations or warranties regarding the licensee’s exercise of
granted rights. This is standard licensing practice and must be included in a laboratory/facility license.
The specific representations and warranties vary between laboratories and
facilities, but generally include warranties by the laboratory/facility that they can
grant licenses to the IP.
DOE M&O contracts require that all technology transfer agreements include a
provision requiring the licensee to indemnify the Government and the Contractor
for all damages, costs, and expenses arising from personal or property damaging
occurring as a result of use of the Licensed Patents. Although the contract language may vary slightly from laboratory to laboratory, product liability indemnification is a required part of the license agreement. The DOE laboratory or facility
may also require a licensee to insure its activities in connection with the work
under the Licensed Patents and the Agreement.
Article 14 in the Sample License identifies points of contact and provides
instructions for communications and notifications.
Article 15 addresses amendments and establishes priorities for resolving conflict with other agreements.
Because DOE periodically may select a new contractor to manage a laboratory
or facility, license agreements must address assignment of IP to a successor contractor or the Department of Energy. In either case, the provisions of the license
agreement will normally remain in effect.
As with most contracts, license agreements normally identify the jurisdiction
and process for resolving disputes.
Normally, licensees are not permitted to name the Government, Department of
Energy, licensing DOE laboratory/facility, or inventor(s) in its advertising and
marketing materials. Exceptions to this prohibition typically require prior written
approval by the DOE laboratory/facility.
This article includes provisions that clarify interpretation of certain aspects of
the agreement.
The final article contains signature blocks for executing the agreement. The
license is not in effect until both parties have signed the agreement. Some laboratories also require receipt of the execution fee before the agreement is binding.

In the Sample License, the information that is specific to a particular transaction is contained in the exhibits. However, in some licenses this information is
integrated in the body of the agreement, in which case the entire agreement
should be considered confidential.
Exhibit A — Intellectual Property (IP): Licenses list the IP (Licensed Patents) in an exhibit to the agreement or in the body of the agreement.
Exhibit B — License Fees: License fees, payments, and other consideration
are often defined in an exhibit to the agreement. Normally, the financial exhibit
is deemed confidential data not to be disclosed to any third party without the
consent of the Licensee and Licensor.
Exhibit C — Diligence for Licensed Patent: Performance milestones are often
defined in this exhibit. The milestones can range from completion of specific
development efforts to specific commitments tied to product sales. As with the
financial exhibit, the performance exhibit is normally deemed confidential.
Exhibit D — Report Schedule and Form: Many licenses provide a form for
reporting sales and for calculating royalties due under the Agreement. As with
the other financial and performance data, this exhibit is normally deemed confidential.
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